Application No. 10/682,297 
Attorney Docket No. 032004 



Amendment under 37 C.F.R. §1.111 
Amendment filed: November 3, 2006 



REMARKS 

Claims 1-11 are pending in the present application. Claims 1-3 and 8-11 are rejected. 
Claims 9 and 10 are herein canceled. Claims 1, 4 and 8 are herein amended. No new matter has 
been entered. 

Claims 1-11 are pending in the application. Claims 1-3 and 8-11 are rejected. Claims 4- 
7 are objected to. 

The Examiner notes that claims 4-7 are allowable over the prior art of record. The 
Examiner admits that the prior art of record fails to teach and/or suggest a separator to positive 
electrode thickness ratio in a range of from 0.15 to 0.9. The Examiner asserts that the prior art 
devices show a relationship between the thickness ratios of the negative electrode and the 
positive electrode but do not show a relationship between the positive electrode and the separator 
with respect to thickness. 

Claim Objections 

Claims 1, 4 and 8 are objected to because the claims contain parenthesized subject matter 
which is essential to the invention which should not have parenthesis around the subject matter. 
Applicants herein amend the claims to remove the parentheses. 
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Claim Rejections - 35 U.S.C. §103(a) 

Claims 1-3 and 8-11 are rejected under 35 U.S.C. §103(a) as being unpatentable over 
Nakanishi et al. (JP 2002-110253 or EP 1193782 A2 or US Pub 2002/0061443 Al) in 
combination with Fukuda et al. (US Pub 2002/0197534). 

The Examiner admits that Nakanishi et al. does not disclose a negative electrode of 
graphite coated with a low crystalline carbon where whole or a part of a surface of the first 
graphite material as a substrate is coated with a second carbon material which is lower in 
crystallinity compared with the first graphite material. 

The Examiner asserts that even though Nakanishi et al. does not disclose the use of a 
negative anode made of graphite coated with a low crystalline carbon in a lithium secondary 
battery, one having ordinary skill in the art would have the motivation as seen by way of the 
patent to Fukuda et al. to use such an anode in the device of Nakanishi et al. to prevent 
decomposition of propylene carbonate, as well as other electrolyte solvents as set forth in para 
[0151], used in an electrolyte in the battery cell. 

The Examiner concludes that one would have been motivated to use the negative 
electrode material of Fukuda et al. in the invention of Nakanishi et al. to improve the overall 
performance of the battery cell, because the improved cathode material of Nakanishi et al. with 
the improved anode material of Fukuda et al. will enable improved overall performance and 
because the motivation to combine is set forth in the prior art patents. 
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With respect to the rejection of claims 1-3 and 10, Applicants respectfully disagree with 
the above rejection, and submit that sufficient motivation did not exist for one skilled in the art, 
at the time of the invention, to have made the above combination. 

Applicants note that in order to establish a prima facie case of obviousness, three basic 
criteria must be met. First, the prior art references when combined must teach or suggest all the 
claim limitations. Second, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, to modify 
the reference or to combine reference teachings. Finally, there must be a reasonable expectation 
of success. (Manual of Patent Examining Procedure §2142). The teaching or suggestion to 
make the claimed combination and the reasonable expectation of success must both be found in 
the prior art, and not based on Applicant's disclosure. 

With respect to the suggestion to combine the references, Applicants note that MPEP 
§2143.01 states that: "Obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art." 

The Examiner notes that the use of a negative electrode "as set forth in Fukuda et al 
enables the cell to have an anode material with a large capacity, a high potential and excellent 
charge discharge cycle properties, which are the same properties as Applicants' instant invention 
is attempting to accomplish. However, even the Examiner admits that the anode material of the 
negative electrode "as set forth in Fukuda et al." comprises "graphite particles and a crystalline 
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carbon coating layer formed thereon...". (Emphasis added) Applicants note that the present 
invention requires negative electrode active material in said negative electrode is graphite coated 
with low-crystalline carbon, which is directly opposite to what is taught and suggested by the 
invention of Fukuda et al. 

It is clearly not the negative electrode "as set forth in Fukuda et al" that provides the 
advantages disclosed therein. Applicants note that it is the description of the prior art (paragraph 
[0009]) wherein Fukuda et al. describes that it "was proposed" in the prior art to employ low- 
crystalline or amorphous coating over graphite anode. Fukuda et al. immediate describes in its 
following paragraph [0010] that that they had found and applied for a patent for the idea that the 
problem of propylene carbonate decomposition could be solved by uniformly covering the whole 
surfaces of graphite particles with crystalline carbon. Fukuda et al. indicates that when this 
anode material is used for production of an anode for lithium ion secondary battery, the anode 
obtained can reliably prevent the decomposition of propylene carbonate or the like. 

All of the cited advantages of Fukuda et al arise from the use of its crystalline carbon, 
rather from the use of low-crystalline or amorphous carbon. Applicants note particularly that the 
advantages cited by the Examiner in paragraph [0011] of Fukuda et al. are advantages that are 
directed to its inventive process of employing crystalline carbon to cover the graphite of the 
anode, rather than its disclosed prior art process of using low-crystalline or amorphous carbon. 

The only advantage with respect to the low-crystallinity or amorphous carbon covering as 
disclosed in the background section of Fukuda et al. is to prevent decomposition of propylene 
carbonate. The Examiner presumably would assert that this would have been sufficient 
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motivation for one skilled in the art to have combined Fukuda et al. with Nakanishi et al. 
However, Applicants note that Nakanishi et al. does not employ a polypropylene carbonate 
electrolyte; the electrolyte therein is a mixture of ethylene carbonate and dimethyl carbonate 
(paragraph [0032)). Since there is no polypropylene carbonate electrolyte, there would have 
been no reason for one to have looked to Fukuda et al. and used the material described in the 
background section therein in the invention of Nakanishi et al. to prevent the decomposition of a 
material that was not employed, or in other words, to cure a problem that did not exist. 

For the above reason, Applicants traverse the rejection of claims 1-3 and 10 because the 
Examiner has failed to demonstrate a reasonable suggestion for one skilled in the art to have 
combined Nakanishi et al. with Fukuda et al. to reach the present invention. 

With respect to the rejection of claims 8, 9 and 11, Applicants herein move the 
limitations from claim 10 into claim 8, and subsequently cancel claims 9 and 10. Applicants 
submit that this amendment negates the rejection. 

In view of the aforementioned amendments and accompanying remarks, Applicants 
submit that that the claims, as herein amended, are in condition for allowance. Applicants 
request such action at an early date. 

If the Examiner believes that this application is not now in condition for allowance, the 
Examiner is requested to contact Applicants' undersigned attorney to arrange for an interview to 
expedite the disposition of this case. 
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If this paper is not timely filed, Applicants respectfully petition for an appropriate 

extension of time. The fees for such an extension or any other fees that may be due with respect 

to this paper may be charged to Deposit Account No. 50-2866. 

Respectfully submitted, 
Westerman, Hattori, Daniels & Adrian, LLP 



' Kenneth H. Salen 
Attorney for Applicants 
Registration No. 43,077 
Telephone: (202) 822-1100 
Facsimile: (202) 822-1111 

KHS/rf 
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